IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Paul Adams et al. 



Group Art Unit: 1795 



Application No. : 1 0/679,756 



Examiner: Robert W. Hodge 



Filed: October 6, 2003 



Attorney Docket No. : BIC-0 1 8 



For: FUEL CARTRIDGES FOR FUEL CELLS AND METHODS FOR MAKING SAME 



Petition from Requirement for Restriction Under 37 C.F.R. §§ 1.144 and 1.181 

Director of the United States Patent and Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Applicants respectfully request an affirmation that the first restriction requirement 
discussed in the office action dated May 19, 2006, controls the prosecution of the present 
application and further requests the withdrawal of subsequent restriction requirements dated 
November 8, 2007 and March 17, 2008, for the reasons stated below. 

I. Procedural History of the Restriction Requirements in Present Application- 
Date Office Actions/Responses 

May 9, 2006 Office action on the merits: Claims 1-17 stood rejected over cited art; 



Sir: 



claims 18-73 were withdrawn. The first restriction requirement 
includes an eleven (1 1) way restrictions (Groups I-XI). Elected claims 
1-17 of Group I read on Figure 1. (Unelected Group II contains claims 
18-34 and reads on Figure 2) 



August 1,2006 



Amendment: Election is confirmed with traverse on the ground that it 



is not burdensome for the examiner to examine more than one 



invention, on the ground that a number of these Groups are classified in 
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class 429 and subclass 19. 

Final office action on the merits: Some claims are rejected other 
claims are objected to. The first restriction requirement is FINAL. 

Amendment after final: Withdrawn claims 18-73 were canceled. 

Advisory Action. 

RCE and new amendment. 

Non-final office action on the merits. 

Personal Interview with Examiner Hodge and SPE Ryan. 

Amendment: Inventorship was corrected to reflect earlier cancelation 
of claims 18-73. New claims 75-1 16 were added. A detailed cross- 
reference table was provided to show support for the new claims and to 
show that all new claims read on the elected Group I, which is Figure 
1 . (See pages 12-13 of Amendment). 

Second Restriction: A species election is required among seven species 
(Figures 1-7). Applicants are required to identify the claims 
encompassing the elected species. 

Election: Applicants elected Species of Figure 1 with traverse on the 
ground that all claims already read on Figure 1 as explained in details 
in the Amendment dated May 9, 2007 

Restriction: Election of July 13, 2007 is non-responsive. 

September 24, 2007 Election: Applicants re-elected Figure 1 with traverse and explained 

with further details and supports that all pending claims read on Figure 
1 and the texts that described Figure 1 . 

November 8, 2007 Third Restriction: New species restrictions are required: Species (A-C) 
and Species (1-2) on the ground that the Species are "mutually 



September 7, 2006 

October 5, 2006 
October 23, 2006 
December 7, 2006 
January 9, 2007 
February 20, 2007 
May 9, 2007 



June 29. 2007 



July 13, 2007 



August 24, 2007 
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exclusive". Applicants are required to identify the claims 
encompassing the elected species. 

December 10, 2007 Election: Applicants elected Species A but objected to the examiner's 
conclusion that the Species are "mutually exclusive," because claim 79 
and 109 recite both Species A and B. Applicants further elected 
Species 2 with traverse on the ground that the examiner had 
misconstrued the technical features of the invention. Applicants 
provided an annotated drawing of Figure 1 to explain the invention, 
and specifically requested that the examiner clarify what component of 
Figure 1 Species 2 refers to. Claims 100-108, 1 10 and 1 1 1 were 
withdrawn. 

March 1 7, 2008 Restriction: The examiner belatedly informed Applicants that the 

restriction dated November 8, 2007 "supersedes any other restriction 
requirement that has previously been mailed to applicants." The 
examiner clarified that Species 2 refers to element 38 shown in Figure 
2, and that none of the elected claims read on Species A and Species 2. 

May 15, 2008 Election: Applicants informed the examiner that, among other things, 

all of the independent claims (and therefore also all dependent claims) 
"do not read on Figure 2 and read only on Figure 1 ." (emphasis in 
original). Hence, a restriction that includes another Figure is non- 
sequitur. 

Applicants also informed the examiner of "MPEP Rule 818.01 [which] 
states that 'Election becomes fixed when the claims in an application 
have received an action on the merits by the Office.' Since the first 
Office Action dated May 19, 2006, confirmed Applicants' provisional 
election of Invention I (Figure 1) and included an examination on the 
merits on the claims directed to Invention I (Figure 1), the present 
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prosecution is "fixed" to Invention I (Figure 1)." 

Applicants paid a fee of $120 for a 1 -month extension of time. 

July 3, 2008 Restriction: Time to respond to the March 17, 2008 continues to run. 

The examiner again belatedly clarified that in the November 8, 2007 
restriction only "the restriction dated 6/29/07 was abandoned by the 
Examiner and a different restriction was made..." The examiner also 
noted that no action of merits was made after the June 29, 2007 
restriction, but continued to refer to Species 2 as element 38 of 
unelected Figure 2 . 

July 9, 2008 Telephone Interview: Applicants maintained the election of Species A 

but changed the second election to Species 1 with traverse. 

July 14, 2008 Election: Applicants confirmed the subject matters of the telephone 

interview that the new election is Species A and Species 1 with 
traverse for the reasons stated in the May 15, 2008 election. 
Applicants did not repeat the reasons stated in the May 15 th election, 
but incorporated this election by reference in its entirety. Only claims 
1,3,5-17, 75-78 and 91 are active as stated by the Examiner. All other 
claims are withdrawn. 

Applicants paid additional fees for extension of time in the amount of 
$1,520. 

August 1 1 , 2008 Final office action on the merits: The examiner reversed his earlier 
determination of claims reading on the elected Species. Most of the 
claims were examined, except for claims 79 and 1 00-1 1 1 . However, 
the examiner concluded that the election of July 14, 2008 as being 
without traverse, because the traversal were directed to a withdrawn 
restriction. 

February 11, 2009 RCE and Amendment: Applicants traversed the examiner's conclusion 
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that the My 14, 2008 was made without traverse, and requested that 
the restriction be made final for the purpose of seeking an appeal or 
that the examiner confirm that the first restriction stated in the office 
action dated May 19, 2006 controls. 

March 17, 2009 Non final office action: The restriction requirements are made Final. 

The examiner further clarified that the later restrictions were in 
response to the number of claims added in the Amendment dated May 
9, 2009. 



II. Arguments 

It is quite clear that the first restriction requirement (Groups I-XI) stated in the office 
action dated May 19, 2006 is "fixed" in accordance to MPEP Rule 818.01 and controls the 
prosecution of the present application and potential future divisional application. Three office 
actions (5/9/06, 9/7/06 and 1/9/07) on the merits have been issued after this restriction. 
Examiner Hodge no longer appears to want to supersede this restriction. 

The restriction dated 1 1/8/07 and the restriction dated 3/17/08 which purportedly 
clarified the former are erroneous and should be withdrawn. The restriction dated 1 1/8/07 
made two species restriction: 

i) means to transport fuel to the third reaction chamber 

A. pump 

B. wicking, and 

C. open pipe 

ii) means for transporting hydrogen fuel to the fuel cell 

1 . membrane, and 

2. pipe. 

The examiner alleged that the members of the Species are mutually exclusive. 

Concerning the first Species restriction, Species A and B are not mutually exclusive 
since both are claimed in claims 79 and 109. Claim 79 recites a wicking material and depends 
on claim 1 which recites a pump. Claim 109 recites a pump and depends on claim 100 recites 
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a wicking material. Hence, the examiner's rationale to support the first Species restriction is 
erroneous and should be withdrawn. This objection was clearly stated in the December 10, 
2007 election. 

Concerning the second Species restriction, as clarified in the restriction dated 3/17/08 
the Species includes element 38, which exists only in Figure 2. Pipe 38 is a means for 
transporting hydrogen to the fuel cell that is unique to the unelected embodiment of Figure 2. 
The elected embodiment of Group I, Figure 1 transports hydrogen, as well as the byproduct, 
along conduit 30! As explained in the May 15, 2008, election with traverse, the pending 
claims don't read on Figure 2, and the second Species restriction, which includes an element in 
Figure 2, is non-sequitur. Examiner Hodge continued to refer to Species 2 as element 38 
discussed only in non-elected embodiment in the July 3, 2008, restriction. 

Moreover, the second Species restriction is in direct contradiction to the original first 
restriction dated 5/9/06 which has been "fixed" under MPEP 81 8.03. Applicants have elected 
Group I with claims that read only on Figure 1 . Claims that recite pipe 38 would read on 
unelected Group II of the first restriction. 

In response to Examiner Hodge's contention that the election of 7/14/08 is without 
traverse because the traversal was allegedly made in response to an earlier restriction that was 
withdrawn by the restriction of 1 1/8/07. This contention is erroneous. Both Applicants and 
Examiner Hodge agree that the election of 7/14/08 incorporates by reference the election of 
5/1 5/08. The election of 5/1 5/08 directly challenged the restriction of 1 1/8/07 as clarified by 
the restriction of 3/17/08, and not any earlier restrictions). More specifically, Applicants 
argued, among other things, in the 5/15/08 election that 

2. Original claims 18-34 read on Figure 2. However, the 
Examiner in the first Office Action withdrew claims 18-34 along with 
other unelected claims dated May 19, 2006. (See page 4, paragraph 5) 
Applicant canceled claims 18-34 in the Amendment filed on October 5, 
2006. 

3 . Hence, restricting claims 1,3,5-17,75-116, which read only 
on Figure 1, over Figure 2 is non-sequitur. 
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Hence, Applicants did "specifically point the supposed errors in the currently pending 
restriction requirements," and a review of the 1 1/8/07 and 3/17/08 restrictions is proper. 

Furthermore, the 1 1/8/07 and 3/17/08 restrictions violate MPEP 818.03 for the reasons 
stated above and a review of these erroneous restrictions is proper for this additional reason. 
III. Conclusion 

Applicants respectfully request that 

i. The restrictions dated 1 1/8/07 and 3/17/08 be vacated or withdrawn 

ii. Extension fees paid by Applicants in the amount of $ 1 ,640 in connection to 
these restrictions be refunded to the Applicants. 

iii. Should a Letters Patent issue from the above captioned patent application, its 
life be extended for a period of 1 year and 15 days, which represents the time period between 
the restriction dated 6/29/07, which has been withdrawn by the examiner, and 7/14/08, which 
was the date of the election accepted by the examiner. 

Applicants believe that no fees are due in connection with the submission of this 
Petition. If any fee is due, the Commissioner may charge appropriate fees to H.T. Than Law 
Group, Deposit Account No. 50-1980. 

Respectfully submitted, 



Date: April 6. 2009 /H.T. Than/ 

H.T. Than 

Attorney for Applicants 
Registration No. 38,632 

The H.T. Than Law Group 
Waterfront Center 

1010 Wisconsin Ave., NW, Suite 560 
Washington, D.C. 20007 
(202) 363-2620 
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